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DETAILED ACTION 

Oath/Declaration 

1 . It does not state that the person making the oath or declaration acknowledges 
the duty to disclose to the Office all information known to the person to be material to 
patentability as defined in 37 CFR 1.56. 

CORRECT STATEMENT should read "I acknowledge the duty to disclose information which is 
material to patentability of this application in accordance with Title 37, Code of Federal Regulations 
Section 1.56 ." 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Standards, e.g. H.323 in all claims, change overtime, and will have various 
scopes. They also have different versions. Therefore they are indefinite unless clearly 
set forth the date in the specification or IDS. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 



Application/Control Number: 10/688,906 Page 3 

Art Unit: 2616 

5. Claims 1, 3, 5, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kawahata et al. (Pub No. US 2001/0014095). 

For claim 1, Kawahata et al. teach an IP network system (Fig. 1) comprising: 

an IP-PBX (exchange, 13, 15-Fig. 1, and [0039], lines 3-4) as an exchange 
compliant with an IP network (Fig. 1); 

an IP terminal device (Extension 11,12, 14-Fig. 1, and [0039], line 1) managed 
(central controlling, [0039], line 6) by the IP-PBX for performing communication over a 
PBX protocol ([0039], line 8, and lines 7-8) defined by the IP-PBX; 

an H.323 terminal device (Extension 11, 12, 14-Fig. 1, and [0039], line 1)for 
performing communication over an H.323 protocol ([0119], line 2); and 

an H.323 gatekeeper (17-Fig. 1, and [0039], lines 10-11. H.323 gatekeeper acts 
as a virtual switch) managing the H.323 terminal device over the H.323 protocol for 
performing protocol conversion ([0039], line 8 & lines 7-10) between the PBX protocol 
and the H.323 protocol, wherein: 

the IP-PBX, the IP terminal device, the H.323 terminal device and the H.323 
gatekeeper are connected to the same IP network (Fig. 3). 

For claim 3, Kawahata et al. teach an IP network system (Fig. 1) comprising: 

an IP-PBX (exchange, 13, 15-Fig. 1, and [0039], lines 3-4) as an exchange 
compliant with an IP network (Fig. 1); 

an IP terminal device (Extension 11,12, 14-Fig. 1, and [0039], line 1) managed 
(central controlling, [0039], line 6) by the IP-PBX for performing communication over a 
PBX protocol ([0039], line 8, and lines 7-8) defined by the IP-PBX; 
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an H.323 terminal device (Extension 11, 12, 14-Fig. 1, and [0039], line 1)for 
performing communication over an H.323 protocol ([0119], line 2); and 

an H.323 gatekeeper (17-Fig. 1, and [0039], lines 10-11. H.323 gatekeeper acts 
as a virtual switch) managing the H.323 terminal device over the H.323 protocol for 
performing protocol conversion ([0039], line 8 & lines 7-10) between the PBX protocol 
and the H.323 protocol, wherein: 

the IP-PBX, the IP terminal device, the H.323 terminal device and the H.323 
gatekeeper are connected to the same IP network (Fig. 3); and 

the H323 terminal device deals with supplemental service functions compliant 
with H450 ([0119], line 2) by the ITU-T recommendation. 

For claim 5, Kawahata et al. teach an IP network system as claimed in claim 3, 
wherein the H.323 gatekeeper: 

receives (reads out, [0014], line 1) from the H.323 terminal device a service-use 
request message compliant with the H450 ([01 19], line 2); 

converts ([0039], line 8 & lines 7-10) the protocol of the received message from 
an H450 protocol to the PBX protocol to transmit the message to the IP-PBX; 

receives (reads out, [0014], line 1. All connections are bi-directional. See Fig. 1) 
from the IP-PBX a service-use response message compliant with the PBX protocol; and 

converts ([0039], line 8 & lines 7-10) the protocol of the received message from 
the PBX protocol to the H450 protocol to transmit the message to the H.323 terminal 
device. 
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For claim 7, Kawahata et al. teach an H.323 gatekeeper (17-Fig. 1, and [0039], 
line 1 1 . H.323 gatekeeper acts as a virtual switch) connected via an IP network (Fig. 1) 
to a communication system (Fig. 1) employing a predetermined protocol (H245, [0119], 
line 2) other than the H.323 protocol, in compliance with an H.323 protocol, for: 

managing (central controlling, [0039], line 6) an H.323 terminal device (Extension 
11, 12, 14-Fig. 1, and [0039], line 1) connected via the IP network (Fig. 1); and 

performing ([0039], line 8 & lines 7-10) protocol conversion between the H.323 
protocol and the protocol employed in the communication system to control voice 
communication between the H.323 terminal device and the communication system 
([0002], line 2). 

For claim 8, Kawahata et al. teach an H.323 gatekeeper as claimed in claim 7, 

for: 

receiving (reads out, [0014], line 1) from the H.323 terminal a service-use request 
message compliant with H450 ([0119], line 2) by the ITU-T recommendation; 

converting ([0039], line 8 & lines 7-10) the protocol of the received message from 
an H450 protocol to the protocol employed in the communication system to transmit 
the message to the communication system; 

receiving (reads out, [0014], line 1. All connections are bi-directional. See Fig. 1) 
from the communication system a service-use response message compliant with the 
protocol employed in the communication system; and 
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converting ([0039], line 8 & lines 7-10) the protocol of the received message from 
the protocol employed in the communication system to the H450 protocol to transmit 
the message to the H.323 terminal device. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2, 4, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawahata et al. (Pub No. US 2001/0014095), in view of Jorgensen (U.S. Patent 
6,862,622). 

For claim 2, Kawahata et al. substantially teach everything claimed as applied 
above (see claim 1). However, Kawahata et al. fail to specifically teach the IP terminal 
device is a wireless base station. 

Jorgensen teaches the IP terminal device is a wireless base station (302-F3B). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine Kawahata et al. with Jorgensen to obtain 
the invention as specified, for providing real-time, two-way communications for voice 
communications, and maybe video and data as well. 

For claim 4, Kawahata et al. teach an IP network system (Fig. 1) comprising: 

an IP-PBX (exchange, 13, 15-Fig. 1, and [0039], lines 3-4) as an exchange 
compliant with an IP network (Fig. 1); 
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an IP terminal device (Extension 11,12, 14-Fig. 1, and [0039], line 1) managed 
(central controlling, [0039], line 6) by the IP-PBX for performing communication over a 
PBX protocol ([0039], line 8, and lines 7-8) defined by the IP-PBX; 

an H. 323 terminal device (Extension 11, 12, 14-Fig. 1, and [0039], line 1)for 
performing communication over an H.323 protocol ([0119], line 2); and 

an H.323 gatekeeper (17-Fig. 1, and [0039], lines 10-11. H.323 gatekeeper acts 
as a virtual switch) managing the H.323 terminal device over the H.323 protocol for 
performing protocol conversion ([0039], line 8 & lines 7-10) between the PBX protocol 
and the H.323 protocol, wherein: 

the IP-PBX, the IP terminal device, the H.323 terminal device and the H.323 
gatekeeper are connected to the same IP network (Fig. 3); and 

the H323 terminal device deals with supplemental service functions compliant 
with H450 ([01 1 9], line 2) by the ITU-T recommendation. 

However, Kawahata et al. fail to specifically teach the IP terminal device is a 
wireless base station. 

Jorgensen teaches the IP terminal device is a wireless base station (302-F3B). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine Kawahata et al. with Jorgensen to obtain 
the invention as specified, for providing real-time, two-way communications for voice 
communications, and maybe video and data as well. 
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For claim 6, Kawahata et al. teach everything claimed as applied above (see 
claim 4). In addition, Kawahata et al. teach an IP network system as claimed in claim 4, 
wherein the H.323 gatekeeper: 

receives (reads out, [0014], line 1) from the H.323 terminal device a service-use 
request message compliant with the H450 ([0119], line 2); 

converts ([0039], line 8 & lines 7-10) the protocol of the received message from 
an H450 protocol to the PBX protocol to transmit the message to the IP-PBX; 

receives (reads out, [0014], line 1. All connections are bi-directional. See Fig. 1) 
from the IP-PBX a service-use response message compliant with the PBX protocol; and 

converts ([0039], line 8 & lines 7-10) the protocol of the received message from 
the PBX protocol to the H450 protocol to transmit the message to the H.323 terminal 
device. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wanda Z. Russell whose telephone number is (571 ) 
270-1796. The examiner can normally be reached on Monday-Thursday 9:00-6:00 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Seema Rao can be reached on (571) 272-3174. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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